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Disposition of Claims 

4) ^ Clalm(s) 9.10.12.13 and 23-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 
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DETAILED ACTION 
Claim Rejections - 35 USC§ 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 9, 10, 12, 13, and 23-29 rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Regarding claim 9, the scope of the limitation, "wherein said plunger is extended 
and compressed between said lever roller and said stationary roller in said extended 
position of said plunger" cannot be determined. It is unclear how the plunger can be 
"extended and compressed" simultaneously. Alternatively, the limitation may be read as 
two limitations, "wherein the plunger is extended", "and compressed between said lever 
roller and said stationary roller in said extended position of said plunger, which is a 
double inclusion, since "in said extended position of said plunger" has the same 
meaning as "wherein said plunger is extended". 

Regarding claim 23, the phrase, "in said extended position of said plunger, said 
plunger is extended and compressed between said lever bearing surface and said 
stationary bearing surface", is indefinite, because "in said extended position of said 
plunger, said plunger is extended" is a double inclusion. Also, it is unclear how the 
plunger could be "extended and compressed" simultaneously. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9, 10, 12, 23, 25, 16, 27 and 28, as best understood, are rejected under 
35 U.S.C. 103(a) as being unpatentable over Kataumi et al (US Patent 5,421,792) in 
view of Smale et al (US Patent 5,566,581). 

To the extent best understood, the claims are being interpreted to read as, 
"wherein said plunger is extended", "and compressed between said lever roller and said 
stationary roller". 

Kataumi discloses an actuator comprising: 

-A base plate (11) 

-A latching lever (42b) pivotably mounted to the base plate by a pin (45) 
pivotable between first and second positions and comprising a lever bearing surface (for 
pin 31) 

-A stationary bearing surface (43) 

-A solenoid (44) mounted to the base plate (col 4, lines 65-69), comprising a 
plunger (48) movable between an extended position and a retracted position, in the 
first position, in the retracted position of the plunger, the lever is not blocked from 
pivoting between the first and second positions (col 5, lines 53-col 6 line 4). 
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Kataumi does not disclose the plunger compressed between the lever bearing 
surface and the stationary bearing surface. 

Smale teaches a shift lock actuator including a solenoid (50) with a plunger (56) 
which is compressed between a lever bearing surface and a stationary bearing surface 
(see figure 3, the plunger engages the horizontal surface above numeral "56" and the 
flat surface on latch bar 34) In an extended position of the solenoid for the purpose of 
locking the shift lever in reverse until the plunger is retracted (Col 4, lines 24-25). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify Kataumi and replace the solenoid mechanism disclosed 
therein with the solenoid arrangement in Smale, where the plunger is compressed 
between a lever bearing surface and a stationary bearing surface, for the purpose of 
restraining movement of the shift lever as taught by Smale. 

Regarding claim 25, the lever of Kataumi is biased towards one of the first and 
second positions. 

Regarding claim 10 and 26, a torsion spring (46) biases the lever toward the first 
position. 

Regarding claim 27, the plunger is biased towards the extended position when 
the solenoid is in an unenergized state (Col 5, lines 63-69). 

Regarding claim 12 and 28, mechanical switch (microswitch, not shown, 
described in col 5, line 54) is closed when the lever is in the first or second position. 
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Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kataumi 
in view of Smale et al as applied to claim 23 above, further in view of Dorr et al (US 
Patent 5,379,872). 

Kataumi does not disclose one of said lever bearing surface and said stationary 
bearing surface comprising a roller. 

Dorr teaches an actuator with a roller (9), which allows the actuator to move 
with low forces (Col 4, lines 42-44). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify the teachings of Kataumi and add a roller as taught by 
Dorr to one of, or both of the lever bearing surface (13) and the stationary bearing 
surface (24) to reduce friction (Col 3, line 15) and allow the actuator to be moved with 
low forces. 

Claim 13 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kataumi in view of Smale as applied to claim 23 above, further in view of Mochida (US 
Patent 4,473,141). 

Kataumi does not disclose a wedge shaped portion on the plunger. 

Mochida teaches a wedge shaped portion of a plunger (31a) for the purpose of 
forcing the lever bearing surface towards one of the first and second positions, 
preventing the lever from being jammed in an intermediate position. (Col 3, lines 49- 
51). 
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It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the plunger of Kataumi with a wedge shaped portion to 
make the engagement with the lever bearing surface easier by providing a sloped 
surface for it to travel on and biasing it towards the first or second position, preventing 
the lever bearing surface from becoming jammed in an intermediate position. 

Response to Arguments 

Applicant's arguments filed March 30, 2009 have been fully considered but they 
are not persuasive. 

In light of the indefiniteness of the claims, the claims have been examined to the 
extent which they are understood. The claims have been interpreted with the meaning 
stated above. 

Regarding applicant's argument that one of ordinary skill in the art would not be 
motivated to combine Kataumi and Smale because they teach two fundamentally 
different and opposite ways of operation, both devices function by moving an element 
through the use of a solenoid to restrict the movement of another member of the 
device. Kataumi and Smale are alternative methods of performing the same movement 
and achieving the same result, i.e. locking or restricting the movement of another 
member. One of ordinary skill in the art would be motivated to combine the teachings 
of Kataumi and Smale since the substitution of one known locking mechanism for its 
equivalent is within the level of ordinary skill in the art. 
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Conclusion 

This is a continued examination of applicant's earlier Application No. 10/601,077. 
All claims are drawn to the same invention claimed in the earlier application and could 
have been finally rejected on the grounds and art of record in the next Office action if 
they had been entered in the earlier application. Accordingly, THIS ACTION IS MADE 
FINAL even though it is a first action in this case. See MPEP § 706.07(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN KRAUSE whose telephone number is (571)272- 
3012. The examiner can normally be reached on Monday - Friday, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on 571-272-6917. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Justin Krause/ 
Examiner, Art Unit 3656 



/Thomas R. Hannon/ 

Primary Examiner, Art Unit 3656 



